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REMARKS 

Cairns 38 72-75 83. 85. 100. 101. 104. and 112 have been canceled herem w.thout prejud.ce to 
future proton. C.a.m 86 has been amended to .nc.ude the ..mitat-ons of tte Ca.ms from wh,ch ,t 
depended (c.a.m 73 and 85. which are cance.ed). Cla.ms 6. 39. and 102 have been amended to 
delete recitation of Agrobacrenum-mediated delivery of a vector or vectors. 
Rejection of cU,ims 6-37, 39-45, 47-71, 73-96, 98400. 102-103. 105-106, and 108-112 
under 35 U.S.C. § 112, first paragraph 

The referenced Cairns were reacted for faring to enab.e AgrobactenurrKttediated dehvery of a 
vector or vectors. Wh.le the appl.cants vigorously d.sagree for the reasons of record, method dams 
6 39 and 102 have been amended to delete recitation of Agrobacreriurmnea.ated dehvery of a 
vector or vector, Thus, the reaction is obviated as toCa.ms 6, 39. 102. and all c.aims depending 

therefrom. 

With regard to claims 76*2. 84. 86-96. the apptonts traverse mis faction. These claims are 
drawn to transgenic plants, and all requires w,th regard to enablement » a s,ngle method 

by „h,ch one ot «M) « in me «t can make and use the daimed plants. The Office Act™ 
MM on page 2 that these claims (and. indeed, all the rejected c,a,ms) are enabled for 
microprojectile-mediated method of transformer; Aether the spec,f,catton also enables 
Agrobacte„urn ffl ed,ated transformed is irrelevant to the ,ssue ot whether these plant claims are 
anab!ed In vtew of the foregoing therefore, the applicants respectfully submit that claims 76*2. 84, 
and 86.96 are fully enabled and request reconsideration and withdrawal of th,s re,ect,on. 

Rejection of claims 73-75, 83, and 85 under 35 U.S.C. § 112. firs, paraph 

The referenced claims were rejected fa failing to sahsty the written descption requirement w,th 
rega ,d to the reckon of a foreign gene or genes. The applicants respectfully averse. The cla,ms 
are drawn to transgen* ptants, no, fore,gn gene, Thus, me issue i. whether m applets were ,n 
possession of transgenic plants comprising a foreign gene, not whether the, were in possession ot 
an foreign genes. The applicants respectfully subm,. ma, the specification demonstrates ma, the 
applteanuwere infacn possession of transgenic Plants comprising a foreign gene and. therefore, 
me specification meets the requirements of 8 112. firs, paragraph. 

- ft Serial No. 08/903, 

McDonnell BoetimMi Hulbert & Berghoff 1 * Attorney Docm No. 99- 

300 SoutU WacKer Drive. 32" Floor December 29. 2 
Chicago. H- 60606 



1312)913-0001 

PAGE 19/20 1 RCVD AT 12129/2003 3:55:31 PM [Eastern $andard Time] * SVR:USPT0«EFXRF-1/4 ' DNIS:8729306 * CSID:3129132120 * DURATION (mm-ss): 



0542 



12-29-03 15:03 Fron-UBHB 



3129132120 



T-609 P. 20/20 F-904 



Nevertheless, these claims have been canceled without prejudice to further prosecution, thereby 
obviating this rejection. 

Rejection of claims 101 and 104 under 35 U.S.C. § 103 

The referenced claims were rejected for obviousness. The applicants respectfully traverse this 
rejection for the reasons of record. The claims have been canceled without prejud.ce to further 
prosecution, however, thereby obviating this rejection. 

Objection to claims 38 and 72 for depending from rejected claims 

Claims 38 and 72 have been canceled, thereby obviating the objection. 

in view of the foregoing amendments and remarks, the applicants believe the remaining cla.ms are in 
condition for allowance. If there are any questions or comments regarding this Response or 
application, the Examiner is encouraged to contact the undersigned attorney as indicated below. 

Respectfull, 

Date: June 13, 2003 

Michael S 
Registration 

McDonnell Boehnen Hulbert & Berghoff 

Telephone: 312-913-0001 300 So uth Wactef Driwe 

Facsimile: 312-913-0002 Chicago, IL 60606 
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